01/20/2006 FRI 9:28 FAX 12489888363 Carlson, Gaskey & Olds 



1008/010 



Serial No. 10/685,047, Filed 10/14/03 

REMARKS 

Claims 1-4, 6-8 and 10-18 are presently pending in the application. Claims 4, 5 and 9 
have been cancelled by this amendment, and new claims 16-18 have been introduced. Claims 1, 
8 and 13 arc in independent form. 

Several amendments have been made to the Specification. No new matter has been 
introduced. 
§ 102(b) rejections: 

Claims 1-4 and 6-7 were rejected under §102(b) over Ayers. Claim 1 has been amended 
to include the elements of claim 5. The patentability of amended claim 1 will be argued below 
with respect to the rejection of claim 5. 

Amended claim 3 has been amended to clarify the relationship of the annular recess 
relative to the rest of the gasket structure. The claimed recess is not disclosed by Ayers. 

Claims 8-10 and 13-15 have been rejected under §102(a)/(e) over Demirdogen. Claim 8 
has been amended to include the elements of claim 9* Claim 9 is not anticipated by Demirdogen 
as argued by the Examiner. Amended claim 8 requires a mounting structure including a threaded 
stud that provides a sealing surface. Th^t sealing surface includes a corner, and the flap engages 
the corner. Demirdogen only discloses the flap in engagement with a flat surface in Figure 5. 
Accordingly, the limitation of a corner is not disclosed in the reference. 

New claim .16 further recites that the flap extends beyond the comer. New claim 17 

recites that the corner is provided at an intersection of the sealing surface and an aperture 

provided in the mounting structure that extends axially from to the sealing surface. This aperture 

is the opening that surrounds the threaded stud in the Figures of the present application. New 

claim 18 recites that the retainer of the filter housing provides spaced apart axially extending 
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walls that are generally parallel to one another. These walls form the annular recess that receives 

the body of the gasket The elements recited in claims 16-18 are not shown jn Demirdogen and 

do not introduce new matter since all the recited features are evident from the application's 

Figures, 

§X03 rejections: 

Claims 5 was rejected under §103 over Ayers in view of Demirdogen. The Examiner 

acknowledges that Ayers does not disclose a gasket that includes a compressed state with less of 

the flap extending beyond a plane (provided by an upper surface of the body than in the 

uncompressed state. The Examiner argues that one of ordinary skill would modify Ayers to 

provide this feature from Demirdogen "to be able establish both a face seal and a radial seal.* 1 At 

column 1, lines 45-50 in Ayers, Ayers teaches that the problem in the prior art is losing sealing 

engagement once a filter is unscrewed from a mounting surface. At column 3, line 58-column 4, 

line 9, Ayers teaches that this problem is solved by providing the flap within the annular port 18 

so that it seals against the outer-most side 24, which is the inner wall of the port 18. Thus, the 

problem stated in Ayers has been fully solved by the arrangement shown in the Figures, They 

arrangement in Demirdogen does nothing to further address the stated problem Ayers since 

Ayers fully solves this problem. Accordingly, there is no benefit to modify Ayers - one of 

ordinary skill in the art would not use the Demirdogen flap in the Ayers arrangement. 

Claims II and 12 were rejected under §103 over Demirdogen in view of McKenzie. 

Claim 1 1 recites that the mounting structure is an engine block, and claim 12 recites that the 

mounting structure is a remote oil filter adapter. Claim 12 cannot be obvious since McKenzie 

nowhere discloses a remote oil adapter. The rejections of claims 11 and 12 is also improper 

since the motivation is insufficient to support a prima facie case of obviousness. The Examiner 
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states that one of ordinary skill would modify Demirdogen to provide the missing limitations 
recited in claims II and 12 because both are spin-on filters. All this establishes is that 
Demirdogen car* be used. 

It is believed that this application is in condition for allowance. If any fees or extensions 
of time are required, please charge to Deposit Account No. 50-1482. 
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Registration No. 44,130 
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